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DETAILED ACTION 
Claim Objections 

Claims 52 and 53 are objected to because of the following informalities: these claims are 
presently listed as "Withdrawn". Since the restriction requirement was withdrawn, no claims 
should be listed as withdrawn. If Applicant intended to cancel these claims they should be 
labeled "Cancelled". 



Double Patenting 

The nonstatutory double patenting rejection is based on a judicially created doctrine 
grounded in public policy (a policy reflected in the statute) so as to prevent the unjustified or 
improper timewise extension of the "right to exclude" granted by a patent and to prevent possible 
harassment by multiple assignees. See In re Goodman, 1 1 F.3d 1046, 29 USPQ2d 2010 (Fed. 
Cir. 1993); In re LongU 759 F.2d 887, 225 USPQ 645 (Fed Cir. 1985); In re Van Ornum, 686 
F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 
1970);and, In re Thorington, 418 F.2d 528, 163 USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) may be used to 
overcome an actual or provisional rejection based on a nonstatutory double patenting ground 
provided the conflicting application or patent is shown to be commonly owned with this 
application. See 37 CFR 1.130(b). 

Effective January 1, 1994, a registered attorney or agent of record may sign a terminal 
disclaimer. A terminal disclaimer signed by the assignee must fully comply with 37 
CFR 3.73(b). 

Claims 1-88, and 1 12-129 are provisionally rejected under the judicially created doctrine 
of obviousness-type double patenting as being unpatentable over claim 76-87 of copending 
Application No. 10/819315. Although the conflicting claims are not identical, they are not 
patentably distinct from each other because it is generally held that a broad, generic claim is 
unpatentable over a narrow, species claim. Regarding claim 76 of the instant application, it is 



considered that the second chalcogenide glass layer of claim 76 of 10/819315 is the claimed 
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diffusion control layer. Note that the various limitations of the dependent claims are merely 
obvious modifications of the cited application's claimed invention. 

This is a provisional obviousness-type double patenting rejection because the conflicting 
claims have not in fact been patented. 

Claims 1-172 are provisionally rejected under the judicially created doctrine of 
obviousness-type double patenting as being unpatentable over claims 30-137 of copending 
Application No. 10/120521 in view of Campbell et al. (US Pat. 6,813,178, hereinafter 
Campbell). Although the conflicting claims are not identical, the claims as a whole are not 
patentably distinct. For example, claim 30 of 10/120,521 recites all the limitations of claim 1 of 
the instant application except a silver layer adjacent the metal containing layer and in contact 
with the second glass layer. Figure lb of Campbell discloses a silver layer 9 between a metal 
containing layer 6 and a second chalcogenide glass layer 8. In view of such teaching, it would 
have been obvious to the ordinary artisan at the time the invention was made to modify the 
invention of 10/120521 by using the silver layer of Campbell for the purpose of limiting the Ag 
source for long-term temperature stability and endurance (col. 4, lines 61-63 of Campbell). Note 
that the various limitations of the dependent claims are merely obvious modifications of the cited 
application's claimed invention. 

This is a provisional obviousness-type double patenting rejection. 



Claims 130-147 are provisionally rejected under the judicially created doctrine of 
obviousness-type double patenting as being unpatentable over claims 60-70 of US Patent 
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6,867,996 in view of Campbell. Although the conflicting claims are not identical, the claims as a 
whole are not patentably distinct. For example, claim 60 of 6,867,996 recites all the limitations 
of claim 130 of the instant application except a silver layer adjacent the metal containing layer 
and in contact with the second glass layer. Figure lb of Campbell discloses a silver layer 9 
between a metal containing layer 6 and a second chalcogenide glass layer 8. In view of such 
teaching, it would have been obvious to the ordinary artisan at the time the invention was made 
to modify the invention of claim 60 of 6,867,996 by using the silver layer of Campbell for the 
purpose of limiting the Ag source for long-term temperature stability and endurance (col. 4, lines 
61-63 of Campbell. Note that the various limitations of the dependent claims are merely obvious 
modifications of the cited patent's claimed invention. 



Claims 1 12-129 are provisionally rejected under the judicially created doctrine of 
obviousness-type double patenting as being unpatentable over claims 71-79 of copending 
Application No. 10/800707 in view of Campbell. Although the conflicting claims are not 
identical, the claims as a whole are not patentably distinct. Claim 71 of 10/800707 recites all the 
limitations of claim 1 12 of the instant application except a silver layer adjacent the metal 
containing layer and in contact with the second glass layer. Figure lb of Campbell discloses a 
silver layer 9 between a metal containing layer 6 and a second chalcogenide glass layer 8. In 
view of such teaching, it would have been obvious to the ordinary artisan at the time the 
invention was made to modify the invention of claim 71 of 10/800707 by using the silver layer 
of Campbell for the purpose of limiting the Ag source for long-term temperature stability and 
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endurance (col. 4, lines 61-63 of Campbell). Note that the various limitations of the dependent 
claims are merely obvious modifications of the cited application's claimed invention. 
This is a provisional obviousness-type double patenting rejection. 

Claims 1-56 are provisionally rejected under the judicially created doctrine of 
obviousness-type double patenting as being unpatentable over claims 23-34 of copending 
Application No. 10/410567 in view of Campbell. Although the conflicting claims are not 
identical, the claims as a whole are not patentably distinct. For example, claim 30 of 10/410567 
recites all the limitations of claims 1 and 33 of the instant application except a silver layer 
adjacent the metal containing layer and in contact with the second glass layer. Figure lb of 
Campbell discloses a silver layer 9 between a metal containing layer 6 and a second 
chalcogenide glass layer 8. In view of such teaching, it would have been obvious to the ordinary 
artisan at the time the invention was made to modify the invention of claim 30 of 10/410567 by 
using the silver layer of Campbell for the purpose of limiting the Ag source for long-term 
temperature stability and endurance (col. 4, lines 61-63 of Campbell). Note that the various 
limitations of the dependent claims are merely obvious modifications of the cited application's 
claimed invention. 

This is a provisional obviousness-type double patenting rejection. 
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Claim Rejections - 35 USC §102 
The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 35 1(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 2 1(2) of such treaty in the English language. 

Claims 1-5, 9-11, 15-21, 23, 25-27, 29-31, 33, 34, 38-42, 46, 47, 49-55, 57-60, 64, 68, 
70-74, 76-80, 84-87, 112-120, 124, 125, 127, 128, 130-135, 137, 139, 140, 144, and 145-147 are 
rejected under 35 U.S.C. 102(e) as being anticipated by Campbell. 

The applied reference has a common inventor with the instant application. Based upon 
the earlier effective U.S. filing date of the reference, it constitutes prior art under 35 U.S.C. 
102(e). This rejection under 35 U.S.C. 102(e) might be overcome either by a showing under 37 
CFR 1 . 132 that any invention disclosed but not claimed in the reference was derived from the 
inventor of this application and is thus not the invention "by another," or by an appropriate 
showing under 37 CFR 1.131. 

Regarding claims 1, 4, 5, 11, and 23, Figure lb of Campbell discloses a resistance 
variable memory element comprising: a plurality of layers comprising: at least one chalcogenide 
glass layer 4, at least one metal-containing layer 6 (silver-selenide), at least one silver layer 9 
provided adjacent to said metal-containing layer, and a second chalcogenide glass layer 8, said 
metal-containing layer and said silver layer being provided between said at least one 
chalcogenide glass layer and said at least one other glass layer. The limitation "for retaining 
stored data as a resistance value and for exhibiting a resistance change in response to an applied 
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programming voltage" is merely a recitation of intended use that does not structurally distinguish 
the claimed invention over the prior art. 

Regarding claims 2 and 3, it considered that chalcogenide glass layers 4 and 8 each 
consist of two layers. Since glass layers 4 and 8 are amorphous, it can be considered that layers 
4 and 8 each consist of two layers (upper and lower layers). This interpretation is based upon the 
fact that amorphous materials do not have distinct grain boundaries. Therefore, if an amorphous 
layer were deposited on top of another amorphous layer with the same composition, a cross 
sectional view of those two layers would be identical to that of one thick layer. 

Regarding claims 4 and 5, Figure lb of Campbell discloses said at least one metal- 
containing layer comprises silver-selenide (col. 5, lines 53-56). 

Regarding claims 9 and 10, Campbell discloses said at least one chalcogenide glass layer 
4 comprises a material having the stoichiometric formula Ge4oSe6o (col. 4, lines 28-31). 

Regarding claims 15, 25, and 26, Campbell discloses the other glass layer 8 contains Ge 
and Se (col. 5, lines 25-30). It is inherent that at least some silver will diffuse from silver layer 9 
into layer 8. 

Regarding claims 16, 17, and 27, Campbell discloses said at least one metal-containing 
layer 6 has a first thickness (600 angstroms) (col. 5, lines 15-17) and said at least one other glass 
layer 8 has a second thickness of 150 angstroms (col. 5, lines 32 and 33). Therefore, a thickness 
ratio of said first thickness to said second thickness is 4: 1 . 

Regarding claims 18 and 19, Campbell discloses said at least one chalcogenide glass 
layer 4 has a thickness of 150 angstroms (col. 4, lines 33-35). 
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Regarding claims 20 and 21 , Campbell discloses said at least one metal-containing layer 
6 has a first thickness (600 angstroms) (col. 5, lines 15-17) and said at least one chalcogenide 
glass layer 4 has a second thickness (250 angstroms) (col. 4, lines 33-35). Therefore, a thickness 
ratio of said first thickness to said second thickness is 2.4: 1 . 

Regarding claim 29, Campbell discloses said at least one metal containing layer 6 has a 
thickness (600 angstroms) (col. 5, line 17) larger than a thickness of each of said at least one 
chalcogenide glass layer and said at least one other glass layer (150 angstroms each) (col. 4, lines 
33-35 and col. 5, lines 32-34). 

Regarding claim 30, the product-by-process limitation "wherein said silver layer is an 
evaporated silver layer" does not structurally or patentably distinguish the claimed invention 
over the prior art. 

Regarding claim 3 1 , Campbell discloses the silver layer 9 has a thickness of 200 
angstroms (col. 5, lines 57-59). 

Regarding claims 33, 34, 38-40, and 57-60, 64, 76, 77, 79, 80, 112, 113, 116, 120, 130- 
132, 135, 140, and 145, Figure lb of Campbell discloses a resistance variable memory element 
comprising: a plurality of layers comprising: a body, said body comprising a first chalcogenide 
glass layer 4 (Ge 4 oSe 6 o) (col. 4, lines 28-31) in contact with at least one silver-selenide layer 6, 
and at least one silver layer 9 in contact with said silver-chalcogenide layer, said silver layer 
being in contact with a second chalcogenide glass layer 8, wherein at least one of said first and 
second glass layers is formed of a chalcogenide glass material; and a first electrode 2 and a 
second electrode 10 in respective contact with said first and second glass layers. The limitation 
"for retaining stored data as a resistance value and for exhibiting a resistance change in response 
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to an applied programming voltage" is merely a recitation of intended use that does not 
structurally distinguish the claimed invention over the prior art. Regarding claims 64, 76, 77, 
120, and 145, it is considered that the second glass layer 8 is a diffusion control layer. The 
limitation "for controlling diffusion of elements. . . " is merely a recitation of intended use that 
does not structurally/patentably distinguish the claimed invention over the prior art. Layer 8 of 
Campbell is capable of preventing diffusion. Regarding claim 1 12, Campbell also discloses a 
method of making the above device. Regarding claim 130, Figure 9 of Campbell discloses a 
processor 544; and a memory circuit 548, which includes the above memory element. 

Regarding claims 41, 42, 46, 52, 53,68,71,72, 84, 85, 114, 115, 118, 119, 124, 133, 
134, 139, 144, and 134, Campbell discloses the first and second glass layers (4 and 8, 
respectively) comprise germanium and selenium (col. 4, lines 28-31 and col 5, lines 25-30). It is 
inherent that at least some silver will diffuse from silver layer 9 into layer 8. 

Regarding claim 47, Campbell discloses said silver-chalcogenide layer 6 has a first 
thickness (600 angstroms) (col. 5, lines 15-17) and said second glass layer 8 has a second 
thickness of 150 angstroms (col. 5, lines 32 and 33). Therefore, a thickness ratio of said first 
thickness to said second thickness is 4: 1 . 

Regarding claims 49 and 50, Campbell discloses said silver-chalcogenide layer 6 has a 
first thickness (600 angstroms) (col. 5, lines 15-17) and said first glass layer 4 has a second 
thickness (250 angstroms) (col. 4, lines 33-35). Therefore, a thickness ratio of said first thickness 
to said second thickness is 2.4: 1 . 

Regarding claims 51 and 125, Campbell discloses said silver-chalcogenide layer 6 has a 
thickness (600 angstroms) (col. 5, line 17) larger than a thickness of each of first and second 
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glass layers (4 and 8, respectively) (150 angstroms each) (col. 4, lines 33-35 and col. 5, lines 32- 
34). 

Regarding claims 54, 73, 86, 127, and 146, the product-by-process limitation "wherein 
said silver layer is an evaporated silver layer" does not structurally or patentably distinguish the 
claimed invention over the prior art. 

Regarding claims 55, 74, 87, 128, and 147, Campbell discloses the silver layer 9 has a 
thickness of 200 angstroms (col. 5, lines 57-59). 

Regarding claims 70 and 137, it considered that the chalcogenide glass layer 4 of 
Campbell consists of two layers. Since glass layer 4 is amorphous, it can be considered that 
layer 4 consists of two layers (upper and lower layers). This interpretation is based upon the fact 
that amorphous materials do not have distinct grain boundaries. Therefore, if an amorphous 
layer were deposited on top of another amorphous layer with the same composition, a cross 
sectional view of those two layers would be identical to that of one thick layer. 

Regarding claim 78, Figure lb of Campbell discloses a metal-containing electrode in 
contact with the diffusion control layer 8. The limitation "wherein said diffusion control layer 
slows migration. . ." is merely a recitation of intended use that does not structurally/patentably 
distinguish the claimed invention over the prior art. 

Regarding claim 1 17, Figure lb of Campbell discloses the layers of said chalcogenide 
glass material 4, said silver-selenide layer 6, and said silver layer 9 alternate with each other. 
Note that the claim does not specify that there must be more than one of each layer. 
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Claims 1-3, 9, 10, 15, 23, 25, 26, 30, 32, 130-135, 137, 139, and 144-146 are rejected 
under 35 U.S.C. 102(a) as being anticipated by Moore (US PGPub 2003/0038301). 

Regarding claims 1 and 23, Figures 1-6 of Moore disclose a resistance variable memory 
element comprising: at least one chalcogenide glass layer 105, at least one metal-containing layer 
(W portion of 1 10), a silver layer (upper Ag portion of 1 10) provided adjacent to said metal- 
containing layer, and at least one other glass layer (a second chalcogenide glass layer) 129, said 
metal-containing layer and said silver layer being provided between said at least one 
chalcogenide glass layer and said at least one other glass layer. The limitation "for retaining 
stored data as a resistance value and for exhibiting a resistance change in response to an applied 
programming voltage" is merely a recitation of intended use that does not structurally distinguish 
the claimed invention over the prior art. 

Regarding claims 2, 3, and 137, Moore discloses said at least one chalcogenide glass 
layer 105 and said other glass layer 129 comprise a plurality of chalcogenide glass layers. Since 
glass layers 105 and 129 are amorphous, it can be considered that layers 105 and 129 each 
consist of multiple layers. This interpretation is based upon the fact that amorphous materials do 
not have distinct grain boundaries. Therefore, if an amorphous layer were deposited on top of 
another amorphous layer with the same composition, a cross sectional view of those two layers . 
would be identical to that of one thick layer. 

Regarding claims 9, 10, 131, and 132, Figure 6 of Moore discloses said first chalcogenide 
glass layer 105 and said second chalcogenide glass layer 129 comprise a material having a 
formula GesSe?. Note that GesSe? is equivalent to Ge3oSe7o, which is considered to be "about" 
Ge4oSe6o- 
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Regarding claims 15 and 144, Figure 6 of Moore discloses said at least one other glass 
layer 129 comprises a combination of germanium, silver, and selenium. 

Regarding claims 25, 26, and 139, Figure 6 of Moore discloses a chalcogenide glass 
layer 105 contains a metal dopant (Ag). 

Regarding claims 30 and 146, the product-by-process limitation "wherein said silver 
layer is an evaporated silver layer" does not structurally or patentably distinguish the claimed 
invention over the prior art. 

Regarding claim 32, Figure 6 of Moore discloses a second silver layer (lower Ag portion 
of 1 10) located on a side of said metal-containing layer (W portion of 110) opposite the side on 
which said at least one silver layer (upper Ag portion of 1 10) is located. 

Regarding claims 130 and 135, Figure 8 of Moore discloses a processor 302 and a 
memory circuit 308 connected to said processor, said memory circuit including a resistance 
variable memory element. Figures 1-6 of Moore disclose a resistance variable memory element 
comprising at least one metal-containing layer (W portion of 1 10), at least one silver layer (upper 
Ag portion of 1 10) in contact with said at least one metal-containing layer, at least one 
chalcogenide glass layer 105, at least one other glass layer (a second chalcogenide glass layer) 
129, said metal-containing layer and said silver layer being provided between said at least one 
chalcogenide glass layer and said at least one other layer. The limitation "for retaining stored 
data as a resistance value and for exhibiting a resistance change in response to an applied 
programming voltage" is merely a recitation of intended use that does not structurally distinguish 
the claimed invention over the prior art. 
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Regarding claims 133 and 134, Figure 6 of Moore discloses a glass layer 129 contains a 
metal dopant (Ag). 

Regarding claim 145, it is considered that the second glass layer 129 of Moore is a 
diffusion control layer. The limitation "for controlling diffusion of elements. . is merely a 
recitation of intended use that does not structurally/patentably distinguish the claimed invention 
over the prior art. Layer 129 of Moore is capable of preventing diffusion. 

Claims 1, 22, 130 and 138 are rejected under 35 U.S.C. 102(a) as being anticipated by 
Moore. The following rejections are based upon an alternate interpretation of Moore. 

Regarding claim 1, Figures 1-6 of Moore disclose a resistance variable memory element 
comprising: at least one chalcogenide glass layer (lower portion of 105), at least one metal- 
containing layer (upper portion of 105), a silver layer (lower Ag portion of 1 10) provided 
adjacent to said metal-containing layer, and at least one other glass layer 129, said metal- 
containing layer and said silver layer being provided between said at least one chalcogenide glass 
layer and said at least one other glass layer. The limitation "for retaining stored data as a 
resistance value and for exhibiting a resistance change in response to an applied programming 
voltage" is merely a recitation of intended use that does not structurally distinguish the claimed 
invention over the prior art. Since glass layer 105 is amorphous, it can be considered that layer 
105 consists of multiple layers. This interpretation is based upon the fact that amorphous 
materials do not have distinct grain boundaries. Therefore, if an amorphous layer were deposited 
on top of another amorphous layer with the same composition, a cross sectional view of those 
two layers would be identical to that of one thick layer. Note that this interpretation also applies 
to the rejection of claim 130. 
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Regarding claims 22 and 138, based on the above interpretation, it can be considered said 
metal-containing layer (upper portion of 105) comprises a plurality of stacked metal-containing 
layers. 

Regarding claim 130, Figure 8 of Moore discloses a processor 302 and a memory circuit 
308 connected to said processor, said memory circuit including a resistance variable memory 
element. Figures 1-6 of Moore disclose a resistance variable memory element comprising at 
least one metal-containing layer (upper portion of 105), at least one silver layer (lower Ag 
portion of 1 10) in contact with said at least one metal-containing layer, at least one chalcogenide 
glass layer (lower portion of 105), at least one other glass layer 129, said metal-containing layer 
and said silver layer being provided between said at least one chalcogenide glass layer and said 
at least one other layer. The limitation "for retaining stored data as a resistance value and for 
exhibiting a resistance change in response to an applied programming voltage" is merely a 
recitation of intended use that does not structurally distinguish the claimed invention over the 
prior art. 

Claim Rejections - 35 USC §103 
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

Claims 16-21, 27, 28, 31, and 147 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Moore (based on first interpretation). 
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Regarding claims 16 and 17, Moore does not disclose the other glass layer 129 has a 
thickness of 150 angstroms. It would have been obvious to one having ordinary skill in the art at 
the time the invention was made to modify the invention of Moore by using a thickness of about 
150 angstroms, since it has been held that where the general conditions of a claim are disclosed 
in the prior art, discovering the optimum or workable ranges involves only routine skill in the art. 
InreAller, 105USPQ 233. 

Regarding claims 18 and 19, Moore does not disclose the chalcogenide glass layer 105 
has a thickness of 150 angstroms. It would have been obvious to one having ordinary skill in the 
art at the time the invention was made to modify the invention of Moore by using a thickness of 
about 150 angstroms, since it has been held that where the general conditions of a claim are 
disclosed in the prior art, discovering the optimum or workable ranges involves only routine skill 
in the art. In re Aller, 105 USPQ 233. 

Regarding claims 20 and 21 , it is inherent in the device of Moore that the metal- 
containing layer (W portion of 1 10) has a first thickness and said chalcogenide glass layer 105 
has a second thickness. Moore does not disclose a thickness ratio of said first thickness to said 
second thickness is between about 3.3: 1 to about 2: 1. It would have been obvious to one having 
ordinary skill in the art at the time the invention was made to modify the invention of Moore by 
using a thickness ratio of about 3.3: 1 to about 2: 1, since it has been held that where the general 
conditions of a claim are disclosed in the prior art, discovering the optimum or workable ranges 
involves only routine skill in the art. In re Aller, 105 USPQ 233. 

Regarding claims 27 and 28, it is inherent in the device of Moore that the metal- 
containing layer (W portion of 1 10) has a first thickness and said other glass layer 129 has a 
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second thickness. Moore does not disclose a thickness ratio of said first thickness to said second 
thickness is between about 3.3: 1 to about 2: 1. It would have been obvious to one having 
ordinary skill in the art at the time the invention was made to modify the invention of Moore by 
using a thickness ratio of about 3.3: 1 to about 2: 1, since it has been held that where the general 
conditions of a claim are disclosed in the prior art, discovering the optimum or workable ranges 
involves only routine skill in the art. In re Aller, 105 USPQ 233. 

Regarding claims 3 1 and 147, Moore does not disclose the first and second silver layers 
each have a thickness of about 50-250 angstroms. It would have been obvious to one having 
ordinary skill in the art at the time the invention was made to modify the invention of Moore by 
using a thickness of about 50-250 angstroms, since it has been held that where the general 
conditions of a claim are disclosed in the prior art, discovering the optimum or workable ranges 
involves only routine skill in the art. In re Aller, 105 USPQ 233. 

Response to Arguments 
Applicant's arguments filed April 25, 2005 have been fully considered but they are not 
persuasive. 

In response to Applicant's arguments regarding the double patenting rejection over 
10/230201 (now Pat. 6,867,996) that "claim 89 of the '996 patent depends from claim 82, and 
recites "a resistance variable memory element comprising a PCRAM stack including amorphous 
semiconducting glass layers separated by a layer of silver-containing material", the examiner 
was referring to claim 89 of the application, not the patent (since the patent had not been issued). 
Therefore, Applicant's arguments are moot. 
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Applicant' argues that "Campbell fails to disclose a memory element comprising "a 
plurality of layers configured for retaining stored data as a resistance value and for exhibiting a 
resistance change in response to an applied programming voltage". However, this limitation is 
merely a recitation of intended use that does not structurally distinguish the claimed invention 
over Campbell. A recitation of the intended use of the claimed invention must result in a 
structural difference between the claimed invention and the prior art in order to patentably 
distinguish the claimed invention from the prior art. If the prior art structure is capable of 
performing the intended use, then it meets the claim. In a claim drawn to a process of making, 
the intended use must result in a manipulative difference as compared to the prior art. See In re 
Casey, 370 F.2d 576, 152 USPQ 235 (CCPA 1967) mdln re Otto, 312 F.2d 937, 939, 136 
USPQ 458, 459 (CCPA 1963). Campbell has the same structure as claimed and is therefore 
inherently capable of performing the intended use by applying the appropriate voltages for the 
appropriate amount of time. 

Applicant argues that "One can not consider the layers of two different memory cells in 
Moore as layers of the "memory cell" as claimed". It should be noted that claim 1 does not 
recite a "memory cell", but instead recites a memory element. The cited layers of Moore are part 
of a memory device. Therefore, there is no reason why the layers of Moore cannot be considered 
to make up a memory element, even if the cited layers are part of two different memory cells. It 
should also be noted that the limitation "A resistance variable memory element" appears in the 
preamble. A preamble is generally not accorded any patentable weight where it merely recites 
the purpose of a process or the intended use of a structure, and where the body of the claim does 
not depend on the preamble for completeness but, instead, the process steps or structural 
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limitations are able to stand alone. See In re Hirao, 535 F.2d 67, 190 USPQ 15 (CCPA 1976) 
zndKropa v. Robie, 187 F.2d 150, 152, 88 USPQ 478, 481 (CCPA 1951). Applicant further 
argues that "claim 1 recites two distinct glass layers, "at least one chalcogenide layer" and "at 
least one other glass layer". Moore's layer 105 is a chalcogenide glass layer, which reads on 
both of the above mentioned claimed layers. Therefore, the Examiner's interpretation is valid. 

Applicant further argues that Moore is not permitted to preclude patentability under 35 
U.S.C. 103(a) due to common assignment. This is not valid since the rejection over Moore is a 
102(a) rejection, not a 102(e) rejection. 



Conclusion 

Applicant's amendment necessitated the new ground(s) of rejection presented in this 
Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). 
Applicant is reminded of the extension of time policy as set forth in 37 CFR 1 .136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1 . 136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the date of this 
final action. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Matthew C. Landau whose telephone number is (571) 272-1731. 

The examiner can normally be reached from 8:30 AM - 5:30 PM. If attempts to reach the 
examiner by telephone are unsuccessful, the examiner's supervisor, Tom Thomas can be reached 
on (571) 272-1664. The fax phone numbers for the organization where this application or 
proceeding is assigned are (703) 872-9306 for regular communications and (703) 872-9306 for 
After Final communications. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto. gov . Should any questions arise regarding access to the 
Private PAIR system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 

Matthew C. Landau 
Examiner 
June 28, 2005 



TOM THOMAS 
SUPERVISORY PATENT EXAMINER 



